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DETAILED ACTION 

Status of Claims 

1 . Responsive to the amendment filed 26 September 2008, claims 7, 9 and 1 5 are 
amended and claim 17 is added. Claims 7-9 and 15-17 are currently under 
examination. 



Status of Previous Rejections 

2. Responsive to the amendment filed 26 September 2008, new grounds of 
rejection are presented. 

Claim Objections 

3. Claims 7-9 and 1 5-1 7 are objected to because of the following informalities: the 
equations 1-4 in the independent claims have been altered, apparently by typographical 
error. Appropriate correction is required. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 7-9 and 1 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over US Patent Document US 2005/0217768 A1 issued to Asahi et al. (hereinafter 
"Asahi"). 

Regarding claim 7, Asahi teaches the invention substantially as claimed. Asahi 
teaches an expandable oil country tubular good (see abstract). Asahi teaches that the 
tubular good comprises by wt %: 

C: 0.03 to 0.3%, 

Si: 0.8% or less, 

Mn: 0.3 to 2.5%, 

P: 0.03% or less, 

S: 0.01% or less, 

Nb: 0.01 to 0.3%, 

Ti: 0.005 to 0.03%, 

Al: 0.1% or less, and 

N: 0.001 to 0.01% 

and comprising a balance of Fe and unavoidable impurities (see claim 1). 

The compositional ranges of the steel of Asahi overlap the instantly claimed 
compositional ranges, establishing a prima facie case of obviousness. It would have 
been obvious to one of ordinary skill in the art at time of invention to have selected a 
composition within the range as claimed, because Asahi teaches the same utility over 
an overlapping range. Applicant is further directed to MPEP 2144.05. 
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Asahi does not teach wherein the composition satisfies the equations (1) and (2) 
as claimed. However, it is well settled that there is no invention in the discovery of a 
general formula if it covers a composition described in the prior art, In re Cooper and 
Foley 1 943 CD. 357, 553 O.G. 1 77; 57 USPQ 1 1 7, Taklatwalla v. Marburg, 620 O.G. 
685, 1949 CD. 77, and In re Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the 
absence of evidence to the contrary, the selection of the proportions of elements would 
appear to require no more than routine investigation by those of ordinary skill in the art. 
In re Austin, et al., 149 USPQ 685, 688. In the instant case, Asahi teaches a steel with 
an overlapping compositional range, and it would have been obvious to one of ordinary 
skill in the art at time of invention to have made a composition satisfying the equations 
(1) and (2), because Asahi teaches the same utility over the entire range of 
composition. 

Asahi does not teach a specific example of a seamless tubular good using the 
steel composition. However, Asahi teaches that the steel pipe may be made as a 
welded steel pipe, or as a seamless steel pipe (see [0144], for example). It would have 
been obvious to one of ordinary skill in the art at time of invention to have made a 
seamless steel pipe with the composition of Asahi, because Asahi teaches that the 
composition is suitable to make seamless steel pipes and is excellent in strength and 
toughness (see [0144]). 

Regarding the microstructural limitations of the steel, Asahi does not teach that 
the article contains ferrite at 5-70 vol % and the balance substantially a low-temperature 
transforming phase. 
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Asahi teaches that the steel is heat treated such that a low-temperature 
transforming phase is developed in order to alleviate the Bauschinger effect (see pp. 3- 
4). Asahi further teaches that the preferred microstructure comprises pure bainite, pure 
bainitic ferrite, or a mixture of bainitic ferrite and bainite (see [01 44]-[01 48]). Thus, the 
compositional range of Asahi is 0-100% of bainitic ferrite and the balance substantially 
composed of bainite. The microstructural range of Asahi overlaps the claimed range, 
establishing a prima facie case of obviousness for that range. It would have been 
obvious to one of ordinary skill in the art at time of invention to have selected amounts 
of ferrite and bainite in the range as claimed, because Asahi teaches the same utility 
over an overlapping range. 

Regarding claim 8, Asahi further teaches wherein the composition comprises Ti 
(see claim 1). 

Regarding claim 9, Asahi does not teach wherein the composition satisfies the 
equations (3) and (4) as claimed. However, it is well settled that there is no invention in 
the discovery of a general formula if it covers a composition described in the prior art, In 
re Cooper and Foley 1943 CD. 357, 553 O.G. 177; 57 USPQ 117, Taklatwalla v. 
Marburg, 620 O.G. 685, 1949 CD. 77, and In re Pilling, 403 O.G. 513, 44 F(2) 878, 
1 931 CD. 75. In the absence of evidence to the contrary, the selection of the 
proportions of elements would appear to require no more than routine investigation by 
those of ordinary skill in the art. In re Austin, et al., 1 49 USPQ 685, 688. In the instant 
case, Asahi teaches a steel with an overlapping compositional range, and it would have 
been obvious to one of ordinary skill in the art at time of invention to have made a 
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composition satisfying the equations (3) and (4), because Asahi teaches the same utility 
over the entire range of composition. 

Regarding claim 17, Asahi is applied to the claim as stated above. 

6. Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Asahi as applied to the claims above, and further in view of US Patent 5,873,960 
issued to Kondo et al. (hereinafter "Kondo"). 

Regarding claim 15, Asahi does not teach a method including forming the pipe by 
a seamless steel pipe forming process which is performed at a rolling finish temperature 
of 800° C or more. 

Kondo teaches a method for forming a seamless steel pipe (see abstract). 
Kondo teaches wherein the pipe is rolled pierced and rolled to form a seamless steel 
pipe (see cols. 8-9). Kondo teaches heating of the material (see cols. 8-9). Kondo 
teaches wherein the rolling finish temperature is between 800° and 1050° C, said range 
overlapping the range as claimed and establishing a prima facie case of obviousness. It 
would have been obvious to have selected a temperature over 800° C because Kondo 
teaches the same utility for the entire range of 800° to 1050° C. Applicant is further 
directed to MPEP 21 44. 05. Kondo further teaches wherein a normalizing step may be 
included as desired (see cols. 8-10). 

It would have been obvious to one of ordinary skill in the art at time of invention 
to have made a seamless steel pipe with the composition of Asahi, because Asahi 
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teaches that the composition is suitable to make seamless steel pipes and is excellent 
in strength and toughness (see [0144]), and further to have used the process of Kondo 
for making the seamless steel pipe because Kondo teaches that the method has 
reduced costs and good productivity (see Disclosure of the Invention). 

Regarding claim 16, Asahi teaches wherein the pipe is applied with a normalizing 
treatment as a final heat treatment (see [142], Example 1). Asahi teaches that this 
treatment may include holding at temperature of 960° C for 60 seconds, then "allowing 
to cool" (see Example 1 ). Thus the normalization of Asahi meets the limitation of air 
cooling and holding the pipe in a region from Aci to AC3 for about five minutes or more, 
because the steel pipe would have taken a significant amount of time to cool from 960° 
Cto Aci. 

7. Claims 7-9 and 15-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent 6,290,789 issued to Toyooka et al. (hereinafter "Toyooka"). 

Regarding claim 9, Toyooka teaches the invention substantially as claimed. 
Toyooka teaches a steel pipe having good streangth and ductility (see abstract). 
Toyooka teaches that the pipe comprises 0.06-0.30% C, 0.01-1.5% Si, 0.01-2.0% Mn 
and 0.001-0.10% Al (see col. 5). Toyooka further teaches that the composition may 
include Cr up to 2% or Mo up to 1 % (see col. 7). Toyooka further teaches that the 
impurities are limited to 0.01 % of N, 0.006% of O, 0.025% of P and 0.02% of S (see 
cols. 8-9). The compositional ranges of the steel of Toyooka overlap the instantly 
claimed compositional ranges, establishing a prima facie case of obviousness. It would 
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have been obvious to one of ordinary skill in the art at time of invention to have selected 
a composition within the range as claimed, because Toyooka teaches the same utility 
over an overlapping range. Applicant is further directed to MPEP 21 44.05. 

Toyooka does not teach wherein the composition satisfies the equations (1) and 
(2) as claimed. However, it is well settled that there is no invention in the discovery of a 
general formula if it covers a composition described in the prior art, In re Cooper and 
Foley 1943 CD. 357, 553 O.G. 177; 57 USPQ 117, Taklatwalla v. Marburg, 620 O.G. 
685, 1949 CD. 77, and In re Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the 
absence of evidence to the contrary, the selection of the proportions of elements would 
appear to require no more than routine investigation by those of ordinary skill in the art. 
In re Austin, et al., 149 USPQ 685, 688. In the instant case, Toyooka teaches a steel 
with an overlapping compositional range, and it would have been obvious to one of 
ordinary skill in the art at time of invention to have made a composition satisfying the 
equations (1 ) and (2), because Toyooka teaches the same utility over the entire range 
of composition. 

Toyooka further teaches that the steel pipe may be a seamless steel pipe as is 
known in the art (see col. 13). The terms "expandable" and "oil country" are statements 
of intended use for the pipe claimed. The claim preamble must be read in the context of 
the entire claim. The determination of whether preamble recitations are structural 
limitations or mere statements of purpose or use "can be resolved only on review of the 
entirety of the [record] to gain an understanding of what the inventors actually invented 
and intended to encompass by the claim." Corning Glass Works, 868 F.2d at 1257, 9 
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USPQ2d at 1 966. If the body of a claim fully and intrinsically sets forth all of the 
limitations of the claimed invention, and the preamble merely states, for example, the 
purpose or intended use of the invention, rather than any distinct definition of any of the 
claimed invention's limitations, then the preamble is not considered a limitation and is of 
no significance to claim construction. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 
F.3d 1 298, 1 305, 51 USPQ2d 1 1 61 , 1 1 65 (Fed. Cir. 1 999). 

Toyooka further teaches that the microstructure of the pipe may comprise fine 
grains of ferrite along with a precipitated second phase (see col. 9). Toyooka teaches 
that the second phase may comprise martensite or bainite (see col. 9), meeting the 
limitation of a low temperature transforming phase. Toyooka teaches that the area of 
the second phase of the microstructure accounts for more than 30% of the total area, 
preferably between 30 and 60% of the total area (see col. 9). The amount of low 
temperature transforming phase of the steel of Toyooka overlap the instantly claimed 
microstructural amount, establishing a prima facie case of obviousness. It would have 
been obvious to one of ordinary skill in the art at time of invention to have selected an 
amount of second phase within the range as claimed, because Toyooka teaches the 
same utility over an overlapping range. Applicant is further directed to MPEP 2144.05. 

Regarding claim 8, Toyooka teaches that the pipe comprises Cu up to 1% or Ni 
up to 2% (see col. 7), said ranges overlapping the claimed compositional ranges, 
establishing a prima facie case of obviousness. It would have been obvious to one of 
ordinary skill in the art at time of invention to have selected a composition within the 
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range as claimed, because Toyooka teaches the same utility over an overlapping range. 
Applicant is further directed to MPEP 2144.05. 

Regarding claim 9, Toyooka is applied to the claim as stated above. Toyooka 
does not teach wherein the composition satisfies the equations (3) and (4) as claimed. 
However, it is well settled that there is no invention in the discovery of a general formula 
if it covers a composition described in the prior art, In re Cooper and Foley 1943 CD. 
357, 553 O.G. 1 77; 57 USPQ 1 1 7, Taklatwalla v. Marburg, 620 O.G. 685, 1 949 CD. 77, 
and In re Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the absence of evidence 
to the contrary, the selection of the proportions of elements would appear to require no 
more than routine investigation by those of ordinary skill in the art. In re Austin, et al., 
149 USPQ 685, 688. In the instant case, Toyooka teaches a steel with an overlapping 
compositional range, and it would have been obvious to one of ordinary skill in the art at 
time of invention to have made a composition satisfying the equations (3) and (4), 
because Toyooka teaches the same utility over the entire range of composition. 

Regarding claim 15, Toyooka is applied to the claim as stated above. Toyooka 
teaches the steel pipe is heated for hot rolling (see col. 10). Toyooka teaches that the 
rolling temperature is preferably in a range from 400-750° C (see col. 10). The range 
with a maximum temperature of 750° C overlaps the instantly claimed range of "about 
800°C or more." It would have been obvious to one of ordinary skill in the art at time of 
invention to have selected a hot rolling temperature within the range as claimed, 
because Toyooka teaches the same utility over an overlapping range. Applicant is 
further directed to MPEP 2144.05. Toyooka further teaches examples of steel pipe 
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produced with rolling finish temperature above 800°C (see Tables 4, 6 and 8, for 
example). 

Regarding claim 16, Toyooka teaches that the pipe is cooled after hot rolling (see 
col. 1 1 ). Toyooka teaches that the cooling may be air cooling, and that the cooling rate 
may be 1 ° C per second or more (see col. 11 ). Thus the cooling process of Toyooka 
overlaps the claimed step of holding in the region between Aci and Ac 3 for about five 
minutes or more and then cooling. 

Regarding claim 17, Toyooka teaches that the pipe comprises Cu up to 1% or Ni 
up to 2% (see col. 7), said ranges overlapping the claimed compositional ranges, 
establishing a prima facie case of obviousness. It would have been obvious to one of 
ordinary skill in the art at time of invention to have selected a composition within the 
range as claimed, because Toyooka teaches the same utility over an overlapping range. 
Applicant is further directed to MPEP 2144.05. 



Response to Arguments 

8. Applicant's arguments filed 26 September 2008 have been fully considered but 
they are not persuasive. 

Applicant argues that Asahi teaches away from the claimed invention, citing 
paragraph [0118] of Asahi. This argument is not persuasive. Asahi clearly teaches that 
the seamless steel pipe in the as-rolled state has inferior properties. However, Asahi is 
only describing seamless steel pipe in the as-rolled state. Asahi further teaches that the 
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steel pipe is austenitized and quenched in order to create a low-temperature 
transforming phase and thereby improve the mechanical properties (see pp. 4-5). Asahi 
later teaches in [0144] that embodiments 14 and 16 of the invention are suitable for use 
with seamless steel pipe (see [0144] and [01 1 1]-[01 13]). 

Applicant argues that Asahi does not teach wherein the heat treated pipe 
contains ferrite in the amount as claimed because Asahi recognizes a difference 
between bainitic ferrite (BF) and Ferrite (F), as seen in Table 2. Thus applicant is 
arguing that "bainitic ferrite" does not read on ferrite as claimed. 

This is not persuasive because the examiner disagrees. Bainitic (aka, acicular) 
ferrite is one possible morphology of ferrite. Applicant is further directed to MPEP 21 1 1 , 
stating that claims must be given their broadest reasonable interpretation, and that 
limitations from the specification are not imported into the claims. Thus the preferred 
microstructure taught by Asahi comprising a mixture of bainitic ferrite and bainite (see 
[0144], [0148] or Table 2) meets the limitations of the claims. 

Applicant argues that the compositional range taught by Kondo does not meet 
the limitations of the instant claims. In response to applicant's arguments against the 
references individually, one cannot show nonobviousness by attacking references 
individually where the rejections are based on combinations of references. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 
231 USPQ 375 (Fed. Cir. 1986). 

Applicant argues that Asahi does not teach normalizing above AC3. The 
examiner has restated the rejection to more clearly describe what is taught by Asahi. 
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The normalizing process of heating to 960 C then allowing to cool taught by Asahi 
would have resulted in the steel being held in the temperature region between Aci and 
AC3 for well over 5 minutes. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER KESSLER whose telephone number is 
(571)272-6510. The examiner can normally be reached on Mon-Fri, 9-5. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571 ) 272-1 244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 
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